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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)C3 Responsive to communication(s) filed on 03 February 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E<] Claim(s) 1,3,5-12,15 and 17-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1. 3, 5-12. 15 and 17-19 is/are rejected. 

7) \3 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1751 

This action is responsive to applicant's amendment/remarks 
filed 2/3/05. Claims 1, 3, 5-12, 15 and 17-19 are currently 
pending . 

The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

Claims 1, 3, 5-12, 15 and 17-19 are rejected under 35 
U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. 

This rejection is maintained for the reasons set forth at 
pages 2-3 of the Rejection mailed 8/3/04. 

Applicant's remarks regarding this rejection are noted. 

Specifically, applicant contends that the "negative" 

limitation "...the conductive additives hot having a further 

modifying agent coating thereon" would have been conveyed to one 

having ordinary skill in the art by the originally filed 

disclosure. Applicant states: 

The specification clearly describes the types of conductive 
additives and provides numerous examples thereof. While 
these conductive additives can be conductively coated 
materials, clearly none of these additives have any further 
modifying agent coating thereon. 

After careful consideration of the evidence as a whole, the 
examiner respectfully maintains that the instant disclosure do 

not reasonably convey to one of ordinary skill in the art "...the 
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conductive additives hot having a further modifying agent 
coating thereon". The test for sufficiency of support in a 
parent application is whether the disclosure of the application 
relied upon "reasonably conveys to the artisan that the inventor 
had possession at that time of the later claimed subject 
matter." Ralston Purina Co. v. Far-Mar-Co., Inc., 772 F. 2d 1570, 
1575, 227 USPQ 177, 179 (Fed. Cir. 1985) (quoting In re Kaslow, 
707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983)). To 
satisfy the written description requirement, a patent 
specification must describe the claimed invention in sufficient 
detail that one skilled in the art can reasonably conclude 
that the inventor had possession of the claimed invention. An 
applicant shows possession of the claimed invention by 
describing the claimed invention with all of its limitations 
using such descriptive means as words, structures, figures, 
diagrams, and formulas that fully set forth the claimed 
invention. Lockwood v. American Airlines, Inc., 107 F.3d 1565, 
1572, 41 USPQ2d 1961, 1966 (Fed. Cir. 1997). When an explicit 
limitation in a claim "is not present in the written 
description whose benefit is sought it must be shown that a 
person of ordinary skill would have understood, at the time the 
patent application was filed, that the description requires 
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that limitation." Hyatt v. Boone, 146 F.3d 1348, 1353, 47 USPQ2d 
1128, 1131 (Fed. Cir. 1998). See also In re Wright, 866 F.2d 
422, 425, 9 USPQ2d 1649, 1651 (Fed. Cir. 1989) . While there is 
no in haec verba requirement, newly added claim limitations must 
be supported in the specification through express, implicit, or 
inherent disclosure. The examiner submits that the "negative 
limitation" in question is not supported through express, 
implicit or inherent disclosure. While applicant contends that 
the disclosed conductive additives "...can be conductively coated 
materials, clearly none of these additives have any further 
modifying agent coating thereon", the instant disclosure may 
also be interpreted to disclose general conductive filler 
materials which may or may not be coated with additional agents 
(as is well known in the art) . The examiner respectfully 
submits that the omission of further modifying agents do not 
necessarily preclude their presence, as instantly claimed. 

Claims 1, 3, 5-12, 15 and 17-19 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Dietz et al (5,350,448). 

This rejection is maintained for the reasons set forth at 
pages 4-8 of the Rejection mailed 8/3/04. 

Note that the rejection over Stahlecker et al (5,320,781) 
has been withdrawn in view of applicant's remarks. 
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With respect to Dietz, applicant argues that the reference 
does not disclose or suggest the instantly claimed "non- 
conductive filler or pigment". 

The examiner respectfully submits that a careful reading of 
the reference disclose the claimed component. See Col 6, lines 
40-54 and Col 8, lines 50-61 wherein additional non- conductive 
fillers/additives are added to the composition in order to 
tailor color/resistivity properties. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Dr. Yogendra Gupta can 
be reached on (571) 272-1316. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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Primary Examiner 
Art Unit 1751 
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